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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH (S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

!)□ Responsive to communication(s) filed on 12 July 2004 . 
2a) □ This action is FINAL. 2b)E3 This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1 935 CD. 11, 453 O.G. 21 3. 

Disposition of Claims 

4) D Claim(s) 1 and 13-34 is/are pending in the application. 

4a) Of the above claim(s) 13.14 and 16-34 is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) D Claim(s) 1 and 15 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)Q objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

11) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) 13 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)E3 All b)D Some * c)Q None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1) [3 Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-413) 

2) O Notice of Draftsperson's Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. . 

3) □ Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 5) D Notice of Informal Patent Application (PTO-152) 

Paper No(s)/Mail Date 10/16/01. 2/19/02. . 6) □ Other: . 
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1 . The Election filed July 12, 2004 in response to the Office Action of June 9, 
2004 is acknowledged and has been entered. Claims 11-12 have been canceled and 
claims 1, 15, 21, 24, 27-30 have been amended. Claims 1, 13-34 are pending in the 
application and Claims 13-14, 16-34 have been withdrawn from further 
consideration by the examiner under 37 CFR 1.142(b) as being drawn to non- 
elected inventions. Claims 1 and 15 are currently under prosecution. 

2. Applicant's election with traverse of Group 1, claims 1 and 15 in the paper 
submitted July 12, 2004 is acknowledged. The traversal is on the ground(s) that 
the amendment of all of the pending claims to recite dependence upon claim 1 
obviates the restriction requirement since all of the claims share the special 
technical feature of claim 1 , Applicants request that the restriction requirement be 
withdrawn. The argument has been considered but has not been found persuasive. 
The claims were properly restricted under PCT practice because it was found that 
technical feature linking the inventions of the groups does not constitute a special 
technical feature as defined by PCT Rule 13.2, as it does not define a contribution 
over the art for the reasons of record. For this reason the restriction requirement is 
deemed to be proper and is therefore made FINAL. 

Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 
that form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or 
a foreign country or in public use or on sale in this country, more than one 
year prior to the date of application for patent in the United States. 
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4. Claims 1 and 15 are rejected under 35 U.S.C. § 102(b) as being anticipated 
by WO92/07000. 

The claims are drawn to an isolated peptide consisting essentially of SEQ ID 
NO: 1 (claim 1), a pharmaceutical composition comprising the isolated peptide of 
claim 1 (claim 15). 

It is noted that claim 1 of WO92/0700 is loosely translated as a 
pharmaceutical composition for treating or preventing a malignant tumor which 
comprises a therapeutic agent, a polypeptide known to bind to H23 in association 
with a pharmaceutical diluent. It is further noted that SEQ ID NO:2 of the 
reference binds to H23 (see p. 19). 

It is noted that the phrase "consists essentially of is interpreted by the 
Office, for examination purposes, as open language and carries the same meaning 
as the term "comprises" (see MPEP 2111 .03). 

WO92/07000 teaches an isolated peptide comprising SEQ ID NO:l of the 
instant invention (see pages 19-22) and a pharmaceutical composition comprising 
said isolated peptide (see claim 1). All of the limitations of the claims are met. 

Claim Rejections - 35 USC§112 

5. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of 
the manner and process of making and using it, in such full, clear, concise, 
and exact terms as to enable any person skilled in the art to which it pertains, 
or with which it is most nearly connected, to make and use the same and 
shall set forth the best mode contemplated by the inventor of carrying out his 
invention. 

6. Claims 1 and 15 are rejected under 35 USC 1 12, first paragraph, as the 
specification does not contain a written description of the claimed invention. The 
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Art Unit: 1642 

limitation of "consists essentially of recited in newly amended claim 1 has no 
clear support in the specification and the claims as originally filed. A review of the 
specification did not disclose support for the phrase and Applicant has not pointed 
to support for the phrase in the specification or claims as originally filed. The 
subject matter claimed in claims 1 and 15 broadens the scope of the invention as 
originally disclosed in the specification. 

7. No claims allowed. 

8. Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Susan Ungar, PhD whose telephone number is 
(571) 272-0837. The examiner can normally be reached on Monday through 
Friday from 7:30am to 4pm. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Jeffrey Siew, can be reached at 571-272-0787. The fax 
phone number for this Art Unit is (703) 872-9306. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the Group receptionist whose telephone number is 
(703) 872-9306.^ 



Stfsan Ungar (J 
Primary Patent Examiner 
August 2, 2004 




